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1Pleadings and Authorities


1I. Dubot Inc. is infringing the patent of PSL Ltd. by offering to sell the dustmuncher cleaning system in nanopore


1I [A] The Defendant has taken the  “pith and marrow” of the Plaintiff’s patented product which amounts to infringement


2I [B] The Defendant’s alleged “addition” over the Plaintiff’s product cannot screen the liability of the Defendant for infringement


3II. The plaintiff’s product has not been anticipated by prior publication


4III. the use of the word DUSTMUNCHER amounts to a trademark infringement in view of the Plaintiff’s registered trademark DUSTNIBBLER.


4IV. the Defendant’s advertising campaign and copying of trade dress make it liable for an action of passing off and copyright infringement.


5V. The use of the word “Nibbler” in the online inteeractive game amounts to defamamtion of the Plaintiff’s product


6VI. the Defendant has  misappropriated the trade secret of the Plaintiffs thereby committing a breach of confidence which is actionable at common law.


7VII. the Defendant is guilty of unfair trade competition.


8Prayer
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Jurisdiction


The present suit has been filed under order 2 rule 3 of the civil procedure code as a joinder of causes of action, in the Hon’ble high court of nanopore.

Order 2 rule 3 reads:

“ save as otherwise provided, a plaintiff may unite in the same suit several causes of action against the defendant, or the same defendants jointly; and any plaintiffs having causes of action in which they are jointly interested against the same defendant or the same defendants jointly may unite such causes of action in the same suit.”

The hon’ble high court has the jurisdiction to hear the present suit under section 134 of the Trademarks Act, 1999.

Section 134 reads:

 No suit 

(a)  for infringement of a registered trademark; or

(b) relating to any right in a registered trademark; or

(c) for passing off arising out of the use of the defendant of any trademark which is identical with or deceptively similar to the plaintiff trade mark, whether registered or unregistered

shall be instituted in any court inferior to a district court having jurisdiction to try the suit.

the Hon’ble High Court has the jurisdiction to hear the present suit under section 104 of the Patents Act, 1970.

Section 104 reads:

“ No suit for declaration under section 105 or for any other relief under section 106 shall for infringement of a patent shall be instituted in any court inferior to a district court having jurisdiction t try the suit:
Provided that where a counter-claim for revocation of the patent is made by the Defendant, the suit, along with the counter-claim, shall be transferred to the High Court for decision.”
The present suit rests within the pecuniary jurisdiction of the hon’ble high court.
this memorandum sets out the grounds of the Plaintiff and the submissions thereunder.

Statement of Facts


The parties

PhilthKleen Systems Ltd. is a company based in Nanopore, which has developed a dust cleaning system, based on nanotechnology. Dubot Inc. is a start-up company formed by former employees of PSL, which has started manufacturing dust-cleaning system using nanobots, which in addition to removing dust also destroys microscopic organisms such as dust mites.

The PSL Ltd. Product

The PSL product is called the DUSTNIBBLER. It has received patents in Nanopore, US, EU, Japan and a few other countries. DUSTNIBBLER is a registered trademark in Nanopore. The product was an instant hit as soon as it was launched in the market.

The Dubot Inc. Product

The Dubot Inc. product is called the DUSTMUNCHER. A patent application for the system is pending in Nanopore and US. A Trademark application for DUSTMUNCHER has been filed in Nanopore.

Online interactive game

As a promotional campaign, Dubot Inc. has launched an online interactive game on their website. In this game, the player has to accumulate points by destroying biological organisms using an icon called NIBLERR. If the player gathers 100,000 points, he gets a discount on DUSTMUNCHER.
Chronology of events

· September 2002:
PSL filed for a Patent application in Nanopore.
· January 2004:  
A start-up company was formed by the name of Dubot Inc. by 
former employees of PSL.
Statement of Issues


I. Whether the Dubot Inc. is infringing the Patent of Psl Ltd.

II. Whether the Psl Product has been anticipated by prior publication
III. whether the use of dubot inc. trademeark DUSTMUNCHER amounts to trademark infringement

IV. whether dubot inc. is liable for passing off and copyright infringement

V. whether use of the word ‘niblerr’ in the online game amounts to defamation of Psl product

VI. whether employees of dubot inc are liable for trade secret misappropriation

VII. whether dubot inc is accountable for unfair trade competition

Summary of Arguments


I. Dubot Inc. is infringing the patent of PSL Ltd. by offering to sell the dustmuncher cleaning system in nanopore.

I [A] The defendant has taken the  “pith and marrow” of the plaintiff’s patented product which amounts to infringement.

I [A] 1 Construction of the Plaintiff’s claims.

I [A] 2 Comparison between the Plaintiff’s claims and the Defendant’s product.

In Arguendo:

I [B] The defendant’s alleged “addition” over the plaintiff’s product cannot screen the liability of the defendant for infringement.

I [B] 1 A mere frivolous addition cannot hide infringement of the patent.

I [B] 2 Even a material addition cannot hide infringement of the patent.

I [B] 3 As the addition merely enables the Defendant’s product to perform an inherent operation, it amounts to an infringement of the Plaintiff’s patent.
II. The plaintiff’s product has not been anticipated by prior publication.

III.
The  use of the word dustmuncher amounts to trademark infringement     in view of the plaintiff’s registered trademark dustnibbler. 
IV.
The copying of the advertising campaign, the flyers and the trade dress of the plaintiff amounts to passing off and copyright infringement.

V.
The use of the word “Nibbler” in the online interactive game amounts to defamamtion of the Plaintiff’s product.

VI.
The defendant is accountable for trade secret misappropriation.

VII.
The defendant is guilty of unfair competition.

Pleadings and Authorities

I. Dubot Inc. is infringing the patent of PSL Ltd. by offering to sell the dustmuncher cleaning system in nanopore 

I [A] The defendant has taken the  “pith and marrow” of the plaintiff’s patented product which amounts to infringement

The “pith and marrow” doctrine, which has found wide application
, has been elucidated by Lord Upjohn
 as follows:

“To constitute infringement the article must take each and every one of the essential integers of the claim. Non-essential integers may be omitted or replaced by mechanical equivalents; there will still be infringement. I believe that this states the whole substance of the ‘pith and marrow’ theory of infringement”

In order to determine whether the “pith and marrow” of the Plaintiff’s invention has been taken i.e. in order to determine infringement, a two-step process has been laid down
: firstly a construction of the Plaintiff’s claims and secondly a comparison between the Plaintiff’s claims and the Defendant’s product.

I [A] 1 Construction of the Plaintiff’s claims

The Plaintiff most humbly submits that construction of claims is a matter for the Court.
 The Courts have to ascertain the essential features of the invention
 and in so doing have to follow a purposive approach.
 

Further, the Federal Court
, while considering the issue of construction, held:

“…each of the components of a claim is presumed to be essential unless the contrary is clearly indicated in the patent. In short, each component of a claim will be regarded as essential unless it is clear to one skilled in the art that the inventor knew that the failure to comply with this specific component would have no effect on the way the invention looked.”

What emerges from the above is that each of the Plaintiff’s claims are to be given a purposive construction and considered as essential integers, unless otherwise indicated. It is the humble submission of the Plaintiff that a purposive construction of the Plaintiff’s claims clearly reveals that the Defendant’s product falls within their ambit.

I [A] 2 Comparison between the Plaintiff’s claims and the Defendant’s product

The attention of this Hon’ble Court is drawn to the fact that in the instant case, the Plaintiff’s components include a control base containing a plurality of nanobots and a disposal receptacle; a primary navigation block; a motion means; a secondary navigation block as well as dust sensing; retrieval; storage and releasing mechanisms.
 The Defendant’s product includes all the above components
 together with one immaterial addition.
 

While considering the issue of infringement, the courts have been pleased to observe:

“… if the defendant really has taken the substance and essence of the Plaintiff’s combination, the mere fact that certain parts are omitted or certain parts added cannot prevent his machine from being an infringement on the Plaintiff’s patent”

The above stated principle was enunciated in Lallubhai’s case wherein the Court held:

“It is seldom that an infringer does the thing, the whole thing and nothing but the thing described in the specification. Slight variations here and there may be immaterial; the Court has to see whether what is done takes from the patentee the substance of the invention.”

The Plaintiff in the instant case places reliance on the above stated principles and most humbly submits that as the Defendant has taken the substance or the “pith and marrow” of the Plaintiff’s invention, it amounts to an infringement of the Plaintiff’s product.

In Arguendo:
I [B] The defendant’s alleged “addition” over the plaintiff’s product cannot screen the liability of the defendant for infringement
I [B] 1 A mere frivolous addition cannot hide infringement of the patent

In Sheo Rattan Singh’s case
 the Court held:

 “A mere useless appendage intended to serve as a screen to or a mere device to hide an actual infringement cannot protect the defendant in an action for damages for infringement of a patented invention.”

In the instant case, the only addition in the Defendant’s product is the dust-mite destroying mechanism. It is submitted that this dust-mite destroying mechanism is a frivolous or immaterial addition, as dust mites, being organisms which reside exclusively in dust,
 are completely destroyed when the surrounding dust is removed. Destroying dust-mites, therefore, is the same as cleaning dust. The Defendant’s addition, therefore, is an immaterial addition, which cannot protect the Defendant in an action for infringement.

I [B] 2  Even a material addition cannot hide infringement of the patent

Even if this Hon’ble Court holds the Defendant’s ‘addition’ to be a material addition, it would be pertinent to note that in a number of cases
 the Courts have declared:

“Addition of features does not avoid patent infringement, if all elements of patent claims have been adopted, nor is infringement avoided if claimed feature performs not only as shown in patent but also performs additional function.” 

I [B] 3 As the addition merely enables the Defendant’s product to perform an inherent operation, it amounts to an infringement of the Plaintiff’s patent
The Plaintiff humbly submits that cleaning dust and destroying dust-mites are inseparable operations. As the cleaning of dust involves destruction of dust-mites, the two operations are inherent operations, one within the other.

A similar case concerning inseparable operations arose in Computalog Ltd. v. Comtech Logging Ltd.
 where the Federal Court of Appeal was called upon to decide whether ‘determination the quality and purity of cement plugs included locating the cement plugs as well’. The Court held:

“… it is irrelevant that the disclosure and the claims do not highlight the purpose of measuring location. That purpose is latent and implicit in the patent and must be given effect by a Court.” 

In light of the above, it is clear that the Defendant’s alleged “addition” cannot vitiate the liability of the Defendant for infringement.

II. The plaintiff’s product has not been anticipated by prior publication 


In the instant case, the Defendant has counter-claimed that the Plaintiff’s patent is invalid because of anticipation by prior publication. At the outset, it is respectfully submitted that the burden of proving the invalidity of the patent rests entirely on the Defendant.
 

Further, the article, upon which the Defendants have placed reliance to prove anticipation, is entitled “On the Basic Concept of Nanotechnology” 
. It merely gives the basic definition of the term “nanotechnology” and does not delve into the intricacies of nanobots and their multitude operations in cleaning dust.

The kind attention of this Hon’ble Court is drawn to Pope Appliance Corporation
 case wherein the Court laid down the essential features of a prior publication:

“In order to render a document prior publication of an invention, it must be shown that it publishes to the world the whole invention, i.e. all that is material to instruct the public how to put the invention in practice. It is not enough that there should be suggestions which taken with suggestions derived from other and independent documents may be shown to foreshadow with the invention or important steps in it.”

The abovementioned principle has been effected in a number of cases
 including the landmark Farbwerke Hoechst case wherein the Court also held:

“To anticipate a patent, a prior publication or activity must contain whole of the invention impugned, i.e. all the features by which the particular claim attacked is limited. In other words, the anticipation must be such as to describe, or be, an infringement of the claim attacked”

The Plaintiff in the instant case places reliance on the above-stated principles and submits that as the said article does not contain explicit instructions enabling the public to put the Plaintiff’s invention in practice, it cannot constitute a prior publication. The Plaintiff’s invention, thus, has not been anticipated and is, therefore, valid. 

III. the use of the word DUSTMUNCHER amounts to a trademark infringement in view of the Plaintiff’s registered trademark DUSTNIBBLER.

It is submitted with utmost reverence that an action for trademark infringement is based on the statutory right of the registered proprietor of the trademark and is independent of other factors relevant in a common law remedy of passing off.
 The question of infringement is decided by a comparison of the marks viz. the degree of resemblance, which may be visual, phonetic or in the basic idea represented by the Plaintiff’s mark.
 Thus, where the characteristic feature of the mark consists in some novel idea, copying of that idea may constitute infringement.
 Similarly, conceptual similarity arising out of analogous semantic content may give rise to likelihood of confusion thereby amounting to infringement.
 In the instant case, the basic idea conveyed by both the marks is the same, thus creating a similar general impression liable to cause confusion leading to trademark infringement.

It may be kindly noted that in the instant case apart from conceptual similarity, there exists phonetic, visual and structural similarity between the two marks. The word ‘Dust’ is identical at the beginning of the marks. Further, the words ‘muncher’ and ‘nibbler’ end in ‘er’ and have the common syllable ‘n’ which has a forceful or characteristic impact, thus leaving a similar impression on the hearer’s mind. Moreover, the distinguishing syllables viz. ‘m’ ‘ch’ and ‘ibbl’ are not distinctive or emphatic enough so as to entirely outweigh the identical syllables and the common word ‘Dust’. Thus the two marks are so close visually, phonetically and structurally that the likelihood of confusion is great.

IV. the Defendant’s advertising campaign and copying of trade dress make it liable for an action of passing off and copyright infringement.


It is important to know at the outset that the main consideration in passing off is whether deception or confusion
 is likely to arise
. The law of passing off may be expressed in terms of the elements, which the plaintiff in such a suit must prove in order to succeed. These elements, now known as the ‘classical trinity’, were enunciated by Lord Bridge in the case of Reckit & Colman v. Borden Inc.
. It is submitted that by adopting a deceivingly similar advertising campaign
, the Defendant are liable for passing off.

The attention of this Hon’ble court may be drawn to the fact that in the instant case the Defendant has copied the theme
 of the advertisement campaign, which is protected as an original literary and artistic work and are therefore guilty of copyright infringement. Further, the Defendant has also violated the Plaintiff’s copyright subsisting in the advertising slogan “Bite the Dust” which amounts to copyright infringement.

Thus, in the light of the above, the Plaintiff contends that the aggregate of all the above elements make it very clear that the Defendant has an intention to deceive the consumers. Regard may be had to the judgment of Munday v Carey
 where the Court held: 

“Where you see dishonesty, then even though the similarity were less…you ought to pay more attention to the items of similarity, and less to the items of dissimilarity”.


V. The use of the word “Nibbler” in the online inteeractive game amounts to defamamtion of the Plaintiff’s product.

It is humbly submitted for this Hon’ble Court’s kind consideration that the discount game on the Defendant’s website amounts to infringement and defamation of the Plaintiff’s product. The word ‘niblerr’ is phonetically identical to the Plaintiff’s registered trademark and its use amounts to trademark infringement as it takes unfair advantage of the Plaintiff’s trademark and it detrimental to its distinctive character and reputation.

It is settled law that while a trader may advertise that his products are better than those of his competitors or are the best in the world, he cannot be allowed to allege that his competitors goods are bad or of inferior quality as it amounts to slander and defamation of competitors and competing goods.

The online game on the Defendant website has an icon identical to ‘Nibbler’ in appearance and sound. Moreover, the player never wins in the mock game put up by the Defendant. Whenever the ‘Niblerr’ comes in contact with the dust mites, the game ends. It is submitted that this is a defamatory insinuation against the Plaintiff’s product, which is of discrediting and disparaging nature and therefore actionable.

It is further submitted that the using the Plaintiff’s trademark ‘niblerr’ on the Defendant website amounts to a misrepresentation that its product is associated or connected in the course of trade with the Plaintiff and the same is actionable under the law of passing off.

VI. the Defendant has misappropriated the trade secret of the Plaintiffs thereby committing a breach of confidence, which is actionable at common law.

In an action for breach of confidence, three elements have to established as laid down by the landmark judgment of Coco v. A. N. Clark (Engineers) Ltd:
 

i. Information must be of confidential character. 

ii. Imparting of information must occur in circumstances of or an occasion of confidence. 
iii. Information must be used in an unauthorized way to cause detriment to the Plaintiff.
It is submitted that trade secret/ confidential information can consist of any information, which has independent economic value by not being known to the persons who can obtain economic value from its disclosure.
 The know-how and the functioning of the Plaintiff’s product is information of independent economic value. Further, though such information may be the result of work done by the maker upon the materials, which may be available for the use of anybody, it still has the quality of confidence about it as the maker has used his skill and efforts and thus produced a result which can be produced by somebody only after taking the same efforts.
 It must also be considered that the information was imparted in circumstances of confidence, as the founders of the Defendant Company were employees of the Plaintiffs.
 In this regard, the doctrine of inevitable disclosure
 supports the Plaintiff. Further, the information so obtained is being used to the detriment of the Plaintiffs in an unauthorized manner by committing infringement of the Plaintiff’s Patent and trademark.

VII. the Defendant is guilty under the law of unfair competition.

Article 10 of the Paris Convention defines unfair competition as an act of competition, which is contrary to honest practices in industrial or commercial matter. Unfair competition is a commercial tort and the law of unfair competition covers all specie of competition that is unfair. The word ‘unfair’ is to be construed in terms of commercial morality. What emerges from the above is that, what is morally reprehensible is also legally impermissible.  Thus the concept engulfs that unfair competition is contrary to good conscience.

Therefore, in light of the above-mentioned factual situation, the Plaintiff contends that if the Defendant’s conduct is viewed in totality it is clear that they are guilty of unfair competition.

Prayer


Wherefore in light of the issues raised, arguments advanced and authorities cited,
It is respectfully prayed that this Hon’ble Court be pleased to grant:

A. A permanent injunction.

B. An account of damages.

C. Any other relief that the Court may deem fit.

Sd/-
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